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DETAILED ACTION 

Claim Objections 

1 . Claim 23 objected to because of the following informalities: line 4 recites the term 
"constrict" which should be "construct". Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 21 rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

Claim 21 lines 10-13 recites "...module being operative to construct the first email 
comprises the message notification and consolidation module operative to convert the first 
notification, comprising a voicemail message, from information in the first email message " 
which is unclear and confusing because there are grammatical errors. 

For example, in 'module being operative to construct the first email comprises ' it is not known if 
the 'module' or 'first email' comprises another module. And secondly, in "convert the first 
notification, comprising a voicemail' it is not known if the 'first notification' comprises a 
voicemail message. Appropriate clarification and/or correction is required. 

Claim Rejections - 35 USC §102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1(2) of such treaty in the English language. 

4. Claims 1-4, 6-22, and 24-28 rejected under 35 U.S.C. 102(e) as being anticipated by 
Bosik et al, Patent #6,987,840. 

Regarding claims 1 and 21, Bosik teaches a method and a system for notifying an 
electronic mail recipient of electronic mail receipt via voicemail messaging(Fig.3 and Fig.6), 
comprising: a subscriber e-mail provider systcm(Fig.3) operative to receive a first electronic mail 
(e-mail) message at a subscriber e-mail box(Fig.3 and Fig.6; first step of receiving email); 
a message notification and consolidation module operative to monitor receipt of the first 
electronic mail (e-mail) message at a subscriber e-mail box(Fig.6); 

construct a first e-mail received notification message wherein the message notification and 
consolidation module being operative to construct the first email comprises the message 
notification and consolidation module operative to convert the first notification, comprising a 
voicemail message, from information in the first email message(col.l line 50-col.2 line 11; see 
112 issue above); 

annotate the first e-mail received notification message with a unique identification tone for 
identifying the first e-mail received notification message(col.3 lines 31-63 and col.4 lines 12-65); 
transmit the first e-mail received notification message to a subscriber voicemail box(col.3 lines 
31-63, col.4 lines 12-65, and col.6 lines 39-48); 

determine whether the first e-mail message is disposed of in the subscriber e-mail box(col.3 lines 
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31-63 and col.4 lines 12-65); 

locate the first e-mail received notification message in the subscriber voicemail box via the 
unique identification tone and delete the first e-mail received notification message from the 
subscriber voicemail box(col.3 lines 31-63, col.4 lines 12-65, and col.6 lines 39-67). 

Regarding claims 2-4 and 22, Bosik teaches the method and system of claims 1 and 21, 
the message notification and consolidation module being further operative 
detect the receipt of a second e-mail message at the subscriber e-mail box prior to the 
disposition of the first e-mail message in the subscriber e-mail box(col.3 lines 31-63, col.4 lines 
12-65, and col.6 lines 39-67); 

search the subscriber voicemail box for a voicemail message having the unique identification 
tone and delete the first e-mail received notification message from the subscriber voicemail box 
if the second e-mail message is received at the subscriber e-mail box prior to disposition of the 
first e-mail message in the subscriber e-mail box(col.3 lines 31-63, col.4 lines 12-65, and col.6 
lines 39-67); Bosik 's system can receive multiple email messages which changes/deletes the first 
email received notification message with a new one). 

Regarding claim 23, Bosik, as best understood due to the 112 confusion above, teaches 
the method and system of claims 4 and 22, the message notification and consolidation module 
being further operative after deleting the first e-mail received notification message from the 
subscriber voicemail box, further comprising: 

constructing a second e-mail received notification message containing notification information 
from both the first e-mail message and the second e-mail(col.3 lines 31-63, col.4 lines 12-65, and 
col.6 lines 39-67); 
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annotating the second e-mail received notification message with a second unique identification 
tone for identifying the second e-mail received notification message, and transmitting the second 
e-mail received notification message to a subscriber voicemail box(col.3 lines 31-63, col. 4 lines 
12-65, and col.6 lines 39-67). 

Regarding claim 6, Bosik teaches the method of claim 1 , whereby receiving the first 
electronic mail message at the subscriber e-mail box, includes receiving the first e-mail message 
via an e-mail provider system(col.3 lines 31-63, col.4 lines 12-65, and col.6 lines 39-67). 

Regarding claim 7, Bosik teaches the method of claim 6, prior to the step of receiving a 
first e-mail message at a subscriber e-mail box, further comprising monitoring the subscriber e- 
mail box via the e-mail provider system(col.3 lines 31-63, col.4 lines 12-65, and col.6 lines 39- 
67). 

Regarding claim 8, Bosik teaches the method of claim 7, after receiving the first e-mail 
message at the subscriber e-mail box, obtaining a telephone directory number for the subscriber 
voicemail box(col.3 lines 31-63, col.4 lines 12-65, and col.6 lines 39-67). 

Regarding claim 9, Bosik teaches the method of claim 8, after obtaining the telephone 
directory number for a subscriber voicemail box, obtaining an electronic messaging address for 
the subscriber voicemail box(col.3 lines 31-63, col.4 lines 12-65, and col.6 lines 39-67). 

Regarding claim 10, Bosik teaches the method of claim 1 , after transmitting the first e- 
mail received notification message to the subscriber voicemail box, activating a voicemail 
received indication at the subscriber voicemail box(col.3 lines 31-63, col.4 lines 12-65, and col.6 
lines 39-67). 

Regarding claim 1 1 Bosik teaches the method of claim 10, whereby activating a voicemail 
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received indication at the subscriber voicemail box includes activating a voicemail received 
indication at a subscriber voicemail box access device(col.3 lines 31-63, col.4 lines 12-65, and 
col.6 lines 39-67). 

Regarding claim 12, Bosik teaches the method of claim 11, whereby the voicemail box 
access device includes a telephone(col.3 lines 31-63, col.4 lines 12-65, and col.6 lines 39-67). 

Regarding claim 13, Bosik teaches the method of claim 11, whereby the voicemail box 
access device includes a personal digital assistant(col.3 lines 31-63, col.4 lines 12-65, and col.6 
lines 39-67). 

Regarding claim 14, Bosik teaches the method of claim 7, whereby monitoring the 
subscriber e-mail box by the e-mail provider system includes monitoring a disposition status of 
the first e-mail message(col.3 lines 31-63, col.4 lines 12-65, and col.6 lines 39-67). 

Regarding claim 15, Bosik teaches the method of claim 14, whereby monitoring the 
disposition status of the first e-mail message has been disposed of in the subscriber e-mail 
box(col.3 lines 31-63, col.4 lines 12-65, and col.6 lines 39-67). 

Regarding claim 16, Bosik teaches the method of claim 15, whereby determining the first 
e-mail message has been disposed of in the subscriber e-mail box includes determining the first 
e-mail message has been deleted from the subscriber e-mail box(col.3 lines 31-63, col.4 lines 12- 
65, and col.6 lines 39-67). 

Regarding claim 17, Bosik teaches the method of claim 15, whereby determining the first 
e-mail message has been disposed of in the subscriber e-mail box includes determining the first 
e-mail message has been read(col.3 lines 31-63, col.4 lines 12-65, and col.6 lines 39-67). 

Regarding claim 18, Bosik teaches the method of claim 1, prior to deleting the first e- 



Application/Control Number: 1 0/706,36 1 Page 7 

Art Unit: 2614 

mail received notification message from the subscriber voicemail box, searching the subscriber 
voicemail box for the first e-mail notification message by searching for a voicemail message 
having the unique identification tone(col.3 lines 31-63, col. 4 lines 12-65, and col. 6 lines 39-67). 

Regarding claim 19, Bosik teaches the method of claim I, further comprising receiving 
the first e-mail received notification message at the subscriber voicemail box; and 
reviewing the first e-mail received notification message by the subscriber(col.3 lines 31-63, col.4 
lines 12-65, and col.6 lines 39-67). 

Regarding claim 20, Bosik teaches the method of claim 19, further comprising receiving 
the second e-mail received notification message at the subscriber voicemail box; and 
reviewing the second e-mail received notification message by the subscriber(col.3 lines 3 1-63, 
col.4 lines 12-65, and col.6 lines 39-67). 

Regarding claim 24, Bosik teaches a method of notifying an electronic mail recipient of 
electronic mail receipt via voicemail messaging, comprising: 
receiving a first electronic mail (e-mail) message at a subscriber e-mail box(Fig.6) 
constructing a first e-mail received notification message wherein constructing the first 
notification message comprises converting information from the first email message into a 
voicemail message(col.3 lines 31-63, col.4 lines 12-65, and col.6 lines 39-67); 
annotating the first e-mail received notification message with a unique identification tone for 
identifying the first e-mail received notification message(col.3 lines 31-63, col.4 lines 12-65, and 
col.6 lines 39-67); 

transmitting the first e-mail received notification message to a subscriber voicemail box(col.3 
lines 31-63, col.4 lines 12-65, and col.6 lines 39-67); 
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if the first e-mail message is disposed of, locating the first e-mail received notification message 
in the subscriber voicemail box via the unique identification tone, and deleting the first e-mail 
received notification message from the subscriber voicemail box(col.3 lines 31-63, col. 4 lines 
12-65, and col.6 lines 39-67); 

monitoring the subscriber e-mail box for receipt of additional e-mail messages(col.7 lines 57- 
59); and if additional e-mail messages are received at the subscriber e-mail box prior to 
disposition of the first e-mail message in the subscriber e-mail box, deleting the first e-mail 
received notification message from the subscriber voicemail box, and transmitting to the 
subscriber voicemail box a consolidated e-mail received notification message containing 
notification information from both the first e-mail message and the additional e-mail 
messages(col.3 lines 31-63, col.4 lines 12-65, and col.6 lines 39-67). 

Regarding claim 25, Bosik teaches the method of claim 24, whereby after prior to 
transmitting the consolidated e-mail received notification message, annotating the consolidated 
e-mail received notification message with a second unique identification tone for identifying the 
consolidated e-mail received notification message(col.3 lines 31-63, col.4 lines 12-65, and col.6 
lines 39-67). 

Regarding claim 26, Bosik teaches a method of notifying a voicemail receiver of an event 
or other item of interest via voicemail messaging, comprising: constructing a first notification 
message for notifying the voicemail receiver of the event or other item of interest, wherein 
constructing the first notification message comprises converting information from the first email 
message into a voicemail message(col.3 lines 31-63, col.4 lines 12-65, and col.6 lines 39-67).; 
annotating the first notification message with a unique identification tone for identifying the first 
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notification message(col. 3 lines 31-63, col.4 lines 12-65, and col. 6 lines 39-67); 

transmitting the first notification message to a subscriber voicemail box; 

locating the first notification message in the subscriber voicemail box via the unique 

identification tone; and modifying the first notification message(col.3 lines 31-63, col.4 lines 12- 

65, and col. 6 lines 39-67). 

Regarding claim 27, Bosik teaches the method of Claim 26, whereby modifying the first 
notification message includes deleting the first notification message(col.3 lines 31-63, col.4 lines 
12-65, and col.6 lines 39-67). 

Regarding claim 28, Bosik teaches the method of Claim 26, whereby modifying the first 
notification message includes replacing the first notification message with a second notification 
message(col.3 lines 31-63, col.4 lines 12-65, and col.6 lines 39-67). 

Allowable Subject Matter 

5. Claim 5 objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
intervening claims. 

The prior art of record, does not teach, all of the limitations disclosed in claim 5 and it's 
intervening claims. 

Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joseph T. Phan whose telephone number is (571) 272-7544. The 
examiner can normally be reached on Mon-Fri 8:30am-6pm EST, off every other Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang can be reached on (571) 272-7547. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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